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ON PATENTABILITY 
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Box No, 1 Basis of the report 

1 • With regard to the language, this report Is based on the International application In the language in which It was 
filed, unless otherwise indicated under this Item. 

□ This report Is based on translations from the original language Into the following language , 
which is the language of a translation furnished for the purposes of: 

□ international search (under Rules 12.3 and 23.1(b)) 

□ publication of the International application (under Rule 12.4) 

□ International preliminary examination (under Rules 55.2 andA>r 55.3) 

2. With regard to the elements^ of the intemational application, this report Is based on (replacement sheets which 
have been furnished to the receiving Office In response to an invitation under Article 14 are referred to In this 
report as ''originally filed" and are not annexed to this report): 



Description, Pages 

1 -21 as originally filed 

Clalmst Numbers 

i ^ as originally filed 

□ a sequence listing andA>r any related tabie(s) - see Supplemental Box Relating to Sequence Listing 

3. □ The amendments have resulted In the cancellation of: 

□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheets/Figs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 

4 □ This report has been established as if (some of) the amendments annexed to this report and listed below 
had not been made, since they have been considered to go beyond the disclosure as filed, as indicated In the 
Supplemental Box (Rule 70.2(c)). 

□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheetsyfigs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify}: 

* If item 4 appliea, some or all of these sheets may Jbe marked "superseded. " 
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Box No. V Reasoned statement under Article 35(2) with regard to novelty, Inventlva step or industrial 
applicability; citations and explanations supporting sucli statement 



1. Statement 



Novelty (N) 


Yes: 


Claims 


4,5,8.1 2,1 4-20,23,24,29-31 .33.34-36.39,41 


No: 


Claims 


1-3,6,7,9-1 1 ,13,21 ,22,25-28,32,37,38,40 


inventive step (IS) 


Yes: 


Claims 




No: 


Claims 


1-44 


Industrial applicability (lA) 


Yes: 


Claims 


1-44 




No: 


Claims 





2. Citations and explanations (Rule 70.7): 
see separate sheet 



Box No. VIII Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 
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Re Item V. 

1 . Reference is made to the following documents : 

D1 : S. WATANABE ET AL: ISRAEL JOURNAL OF CHEMISTRY., vol. 9, 1971 , 

pages 273-280, XP008045645 
D2: WO 00/26175 A (BP CHEiy/IICALS LIIVIITED) 11 May 2000 
D3: DE 31 05 399 A (EC ERDOLCHEI\/liE) 21 October 1982 
04: US-B1-6 278 016 (BABLER JAI^/IES H) 21 August 2001 

2. Novelty 

2.1 The present wording of independent claims 1 , 21 and 37 it not limiting as to the 
presence of further reagents (e. g. catalysts) or process steps : a method 
"comprising" certain process steps does not exclude the presence of further process 
steps (e. g. the addition of a catalyst), and a solution "containing" certain alkanoic 
acids does not exclude the presence of further reagents, e. g. catalysts. 

The scope of the present claims encompasses, therefore, both catalysed and 
uncatalysed processes. 

2.2 Document D1 discloses (of. the international search report) a palladium 
catalysed reaction of myrcene with an excess of acetic acid leading i. a. to geranyi 
acetate and neryi acetate. The reaction is perfomied at reflux temperature in the 
presence of sodium acetate. 

The subject-matter of claims 1-3, 6, 7, 9, 13, 21 , 22, 25-28 and 32 is therefore not 
novel (Article 33(2) PCT). 

2.3 Document D2 discloses (cf. the international search report) a preparation of 
crotyl acetate and sec-butenyl acetate by addition of acetic acid (used in excess) to 
butadiene in a pressurised vessel at 135 to 145 *C, catalysed by ytterbium triflate in 
the presence of decane. 

The subject-matter of claims 1 , 3, 10 and 1 1 is therefore not novel (Article 33(2) 
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PCT). 

2.4 Document D3 discloses (cf. the international searcli report) the addition of 
carboxylic acids to conjugated diens. Example 5 shows the addition of an excess of 
acetic acid to butadiene in a pressurised vessel at 100 **C. 

The subject-matter of claims 1, requiring a temperature "in excess of 100 **C", cannot 
be clearly distinguished from the process according to D3 due to the usual error 
margin while measuring and maintaining a desired temperature. 

The subject-matter of claims 1 , 3, 10 and 1 1 can therefore not be regarded as novel 
over D3 (Article 33(2) PCT). 

2.5 Document D4 discloses (cf. the international search report) the preparation of 
prenyl all<anoates by addition of aiicanoic acids (used in molar excess) to isoprene. 
Example I shows a phosphoric acid catalysed reaction in a pressurised vessel with 
gradual addition of isoprene to the reaction mixture. 

The subject-matter of claims 37, 38 and 40 is therefore not novel (Article 33(2) PCT). 
3. Inventive Step 

The continuous addition of polymerisation-prone dienes (cf. D3, page 19, last 
paragraph and D4, column 8, lines 35-39), the use of co-solvents (cf. D1 , table II and 
D2, page 24, line 11), the presence of alkali metal alkanoates (of. D1, page 279), the 
application of pressure as well as the use of mixtures of alkanoic acids (cf. D4, 
column 5, lines 42-43) are known from the prior art. 

The dependent claim do not seem to contain, therefore, any features which, in 
combination with the features of any claim to which they refer, meet the requirements 
of the PCT in respect of the inventive step. 

Re Item VIII. 

independent claim 1 , in which the educt is very broadly defined as compound "comprising 
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a conjugated diene" and the product is only vaguely defined as "ester derivative", is not 
supported by the description as required by Articie 6 PCX, as its scope is broader than 
justified. 
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